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In a unanimous decision, the Supreme Court recently reversed 
the Federal Circuit’s previous test for assessing clarity 
and deiniteness of patent claims. Nautilus, Inc. v. Biosig 

Instruments, Inc., 572 U.S. ___ (2014).
35 U.S.C. 112 (b) of the Patent Act requires that a patent 

“specification shall conclude with one or more claims particularly 

pointing out and distinctly claiming the subject matter which the 

inventor or joint inventor regards as the invention.” (The Pre-America 

Invent Acts version of the statute read, the “specification shall conclude 

with one or more claims particularly pointing out and distinctly 

claiming the subject matter which the applicant regards as the 

invention.”) See former 35 U.S.C. 112, second paragraph.

In its decision, the Supreme Court held, “a patent is invalid for 

indefiniteness if its claims, read in light of the patent’s specification 

and prosecution history, fail to inform, with reasonable certainty, those 

skilled in the art about the scope of the invention.” The Federal Circuit’s 

previous standard for determining whether patent claims are definite 

was overruled (“The expressions ‘insolubly ambiguous’ and ‘amenable 

to construction,’ which permeate the Federal Circuit’s recent decisions 

concerning §112, ¶2, fall short in this regard and can leave courts and 

the patent bar at sea without a reliable compass.”).

Biosig Instruments, Inc. (“Biosig”) sued Nautilus, Inc. (“Nautilus”) 

for infringement of U.S. Patent No. 5,337,753 (“the ’753 patent”).  The 

‘753 Patent is directed to certain exercise equipment incorporating a 

heart-rate monitor.

According to the ‘753 Patent, previous heart-rate monitors used in 

connection with exercise equipment were often inaccurate in measuring 

the electrical signals accompanying each heartbeat (electrocardiograph 

or ECG signals). The inaccuracy was thought to be caused by electrical 

signals of a different sort, known as electromyogram or EMG signals, 

generated by an exerciser’s skeletal muscles. The EMG signals can 

“mask” ECG signals and thereby impede their detection.

Biosig’s patent sought to improve on prior art heart-rate monitors 

by distinguishing between the ECG and EMG signals. The Biosig 

invention focuses on a key difference between EMG and ECG 

waveforms: while ECG signals detected from a user’s left hand have a 

polarity opposite to that of the signals detected from her right hand, 

EMG signals from each hand have the same polarity. The patented 

monitor works by measuring equalized EMG signals detected at each 

hand and then using circuitry to subtract the identical EMG signals 

from each other, thus effectively filtering out the EMG interference.

As described in the ‘753 Patent, the inventive heart-rate monitor is 

contained within a hollow cylindrical bar. The user (ie, the person using 

the exercise equipment) grips the elongated hollow cylindrical bar 

with both hands in a manner such that each hand comes into contact 

with two electrodes, one “live” and one “common.” Claim 1 of the ’753 

Patent recites a “heart rate monitor for use by a user in association 

with exercise apparatus and/or exercise procedures” that “comprises an 

elongate member with a display device,” “electronic circuitry including 

a difference amplifier,” and, on each half of the cylindrical bar, a live 

electrode and a common electrode “mounted . . . in spaced relationship 

with each other.”  It is the “mounted . . . a spaced relationship with each 

other” language that is at dispute between Biosig and Nautilus. 

During claim construction before the district Court, Nautilus 

argued that the patent provided no indication of the proper spacing of 

the electrodes, and maintained that the spaced relationship must be a 

distance greater than the width of each electrode. The District Court 

construed the term to mean “there is a defined relationship between the 

live electrode and the common electrode on one side of the cylindrical 

bar and the same or a different defined relationship between the live 

electrode and the common electrode on the other side of the cylindrical 

bar.” The District Court’s claim construction did not reference the width 

of the electrodes. Nautilus asserted the construction of the term “spaced 

relationship” was indefinite. The District Court ultimately found 

Biosig’s patent claims indefinite under 35 U.S.C. § 112 and granted 

summary judgment to Nautilus.

Biosig appealed the District Court’s decision to the Court of Appeals 

for the Federal Circuit (the “Federal Circuit”). The Federal Circuit 

reversed and remanded the District Court’s decision, holding “a claim 

is indefinite only when it is ‘not amenable to construction’ or ‘insolubly 

ambiguous.’” Biosig Instruments, Inc. v. Nautilus, Inc., 715 F. 3d 891, 

898 (Fed. Cir. 2013) (quoting Datamize, LLC v. Plumtree Software, Inc., 

417 F. 3d 1342, 1347 (Fed. Cir. 2005)). The Federal Circuit found the 

term “spaced relationship” survived the indefiniteness review, because 

the claim language, the specification, and the prosecution history 

provided “certain inherent parameters of the claimed apparatus, which 

to a skilled artisan may be sufficient to understand the metes and 

bounds of the term “spaced relationship.” 

On appeal to the Supreme Court, both Biosig and Nautilus agreed 

that definiteness is to be evaluated from the perspective of someone 

skilled in the relevant art, that, in assessing definiteness, claims are to 

be read in light of the patent’s specification and prosecution history, 

and definiteness is measured from the viewpoint of a person skilled 

in [the] art at the time the patent was filed. However, Nautilus argued 

that a patent is invalid when a claim is ambiguous, such that readers 

could reasonably interpret the claim’s scope differently. On the other 

hand, Biosig argued that the patent claims need only provide reasonable 

notice of the scope of the claimed invention. The Supreme Court 

recognized the delicate balance of the definiteness requirement of the 

Patent Act (“On the one hand, the definiteness requirement must take 

into account the inherent limitations of language. Some modicum of 

uncertainty, . . . , is the price of ensuring the appropriate incentives 

for innovation. At the same time, a patent must be precise enough to 

afford clear notice of what is claim, thereby apprising the public of 

what is still open to them.”). Recognizing the competing concerns and 

attempting to reconcile the situation, the Court held, “To determine the 

proper office of the definiteness command, therefore, we must reconcile 

concerns that tug in opposite directions. Cognizant of the competing 

concerns, we read §112, ¶2 to require that a patent’s claims, viewed in 

light of the specification and prosecution history, inform those skilled 

in the art about the scope of the invention with reasonable certainty. 

The definiteness requirement, so understood, mandates clarity, while 

recognizing that absolute precision is unattainable.”

While the Court noted that some level of uncertainty provides an 

incentive for continued innovation, the Court was clearly concerned 

with permitting patent practitioners from intentionally inserting 

ambiguity into patent claims (“And absent a meaningful definiteness 

check, we are told, patent applicants face powerful incentives to inject 
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ambiguity into their claims.” “Eliminating that 

temptation is in order, and the patent drafter is 

in the best position to resolve the ambiguity in 

. . . patent claims.”). The patent practitioner that 

you trust to prepare your patent applications 

should be cognizant of the new definiteness 

standard adopted by the Supreme Court in the 

Biosig case, and should take care to ensure that 

all language used in patent claims to define the 

invention meets the standard.

Disclaimer: Nothing contained in this article constitutes 
individualized legal advice. The views expressed in this 
article are those of the author and not of Curatolo Sidoti 
Co., LPA, or any of its past, present or future clients.

Salvatore Sidoti is a regular contributor to the Bulletin 
with his legal column. If you have questions contact 
sidoti@patentandtm.com.
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