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The Leahy-Smith American Invents Act (“AIA”) created a 
new administrative review proceeding, inter partes review 
(“IPR”), to challenge the validity of an issued United States 

patent. his new procedure is intended to be a cost-efective 
approach that is aimed at improving the quality of patents issued 
by the United States Patent and Trademark Oice (“USPTO”) and 
reducing district court litigation. he federal statutes governing IPR 
are 35 U.S.C. §§331-319. he USPTO rules for inter partes review 
are 37 C.F.R. §§42.100-42.123.

Patents Eligible For IPR. According to the AIA, the IPR procedure is 
available to challenge the validity of any issued United States patent, 
regardless of the filing date of the application that matured into the 
issued patent.

Who May File an IPR Petition. An IPR petition may be filed by anyone 
who is not the owner of the issued patent being challenged. Of course, 
there are certain exceptions to this general rule. Under 35 U.S.C. 
§315, there are three classes of persons that are not permitted to file 
an IPR petition. According to 35 U.S.C. §315(a), a person who has 
previously filed a civil action in federal district court to challenge the 
validity of a claim of a patent is prevented from filing an IPR petition 
in the USPTO. It is important to note that, according to the statutes 
that govern IPR proceedings, a counterclaim challenging the validity 
of a claim of a patent does not constitute a civil action challenging 
the validity of a claim of a patent. According to 35 U.S.C. §315(b), a 
person who has been served with a complaint for patent infringement 
is prevented from filing an IPR petition in the USPTO when more than 
one year has elapsed since the person was served. It is the service of 
the complaint on the party that triggers the IPR petition filing bar, not 
the date that the complaint was filed by the patent owner. 35 U.S.C. 
§315(e), a person may not file an IPR petition if that person is estopped 
from challenging the validity of a claim of a patent in view of a prior 
review proceeding.

Timing For Filing an IPR Petition. The timing for filing a petition for 
IPR is linked to the timing of another administrative patent review 
proceeding, the Post Grant Review (“PGR”). 35 U.S.C. §315(c)(1) 
and (c)(2) provide that IPR may only be filed after the later of (1) the 
date that is nine months after the grant of a patent or the issuance 
of a reissue of patent, or (2) if a PGR is instituted, the date of the 
termination of the PGR proceeding. An IPR review proceeding must 
be completed within 12 months from the date that the proceeding is 
instituted by the USPTO.

Grounds for IPR Petition. IPR of an issued patent may be based on a 
ground that could under raised under 35 U.S.C. §102 (novelty) and 35 
U.S.C. §103 (obviousness), and only on the basis of patents and other 
printed publications. An IPR proceeding cannot be used to challenge an 
issued patent on the grounds that the claims do not have utility or do 
not represent patent-eligible subject matter under 35 U.S.C. §101, that 
there is a lack of written description or enablement, or that the claims 
are indefinite under 35 U.S.C. §112, or that the claims are anticipated 
by non-patent or non-printed publications (such as by prior public 

use, prior public disclosure, prior offer for sale of the invention, or prior 
sale of the invention). An IPR has an estoppel effect on subsequent 
proceedings challenging the patent that was the subject of the IPR 
proceeding. That is, a person that challenges the validity of a claim of a 
patent in an IRP proceeding is estopped from challenging the validity of 
the same claim (or claims) in a subsequent USPTO review proceeding, 
a civil action in district court, or a proceeding before the international 
trade commission.

IPR Petition Requirements. In order for the Patent Trial and Appeals 
Board to institute an IPR review proceeding, the IPR petition must 
meet a variety of requirements. The IPR petition must include an 
identification of the claims of the patent challenged, the grounds for 
the challenge, a construction for the challenged claims (ie, what the IPR 
petitioner believes that the patent claims mean), and an explanation of 
how each construed claim is invalid under the grounds identified (ie, 
application of the prior patents and/or prior printed publications to the 
claim(s) being challenged, and a comparison of the disclosure of the 
prior art to the claim limitations), an identification of the real party in 
interest, payment of the USPTO IPR fee, and proof of service of the IPR 
petition to the correspondence address for the patent owner recorded 
in the records of the USPTO. The IPR petitioner (ie, the person that is 
challenging the patent in the proceeding) must certify that the patent 
being challenged is available for review under the IPR proceeding 
and that the petition is not estopped from bringing the challenge 
under the IPR procedure. The initiation threshold for instituting an 
IPR review proceeding is, “A reasonable likelihood that the petition 
would prevail with respect to at least 1 of the claims challenged in the 
petition.” According to the USPTO, “A reasonable likelihood standard is 
a somewhat flexible standard that allow the judge room for the exercise 
of judgment.”

Patent Owner Preliminary Response. After the IPR petition is filed, but 
before the USPTO accepts the petition and institutes the proceeding, 
the patent owner has the opportunity to file a preliminary patent owner 
response. The purpose of the preliminary patent owner response is 
for the patent owner to submit in writing the reasons why the USPTO 
should not institute an inter partes review proceeding for the subject 
patent. In its preliminary response, the patent owner may assert that 
inter partes review should not be instituted because the IPR petition 
does not meet the “reasonable likelihood” threshold, that the IPR 
petitioner is barred or otherwise estopped from bringing an IPRO 
proceeding for the particular patent, that the IPRO petition was not 
filed during the proper time, that the IPR petitioner’s proposed claim 
construction for the claim(s) being challenged is unreasonable, or the 
prior patents and/or prior printed publication that form the basis of the 
validity challenge are not available as prior art based on the filing date 
of the patent being challenged.

Petition Decision/Trial Proceeding. Following the filing of the patent 
owner’s preliminary response, or if the patent owner waives the right 
to file the preliminary response, the USPTO will decide whether or not 
the IPR petitioner’s petition meets the reasonable likelihood initiation 
threshold. According to the PTAB, the reasonable likelihood standard 
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encompasses a 50/50 chance of ultimately 
prevailing in the IPR review proceeding. If the 
PTAB institutes the IPR proceeding, then the 
proceeding shall move to the trial phase. During 
the trial phase of the IPR review, the patent 
owner has the opportunity to respond the IPR 
petition and to amend the challenged claims if it 
deems it necessary. Following the patent owner’s 
response and potential claim amendments, the 
IPR petitioner is entitled to file a written reply. 
The patent owner is entitled to file a further 
reply to the petitioner’s reply and the PTAB will 
then hold an oral hearing on the matter. During 
the time from the institution of the IPRO 
proceeding and the date of the patent owner’s 
final reply, each party is entitled to receive 
discovery from the other party relating to the 
challenge. Following the oral hearing, the PTAB 
will issue its decision regarding the validity of 
the challenged claim(s).

IPR Statistics. According to the USPTO website, 
the use of the IPR proceeding is becoming an 
increasing attractive choice for stakeholders to 
challenge the validity of an issued patent. Since 
the IPR proceeding became an on September 
16, 2012, there have been a total of 1,663 IPR 
(17 petitions filed in 2012; 514 petitions filed 
in 2013; 1,132 petitions filed in 2014 YTD) 
IPR petitions filed with the PTAB. An IPR 
proceeding is likely to be a more cost-effective 
and expedient procedure for reviewing the 
validity of one or more claims of an issued 
patent. The above discussion of the new IPR 
review proceeding merely intended to be a high 
level review, and not an exhaustive discussion 
of the entire process, requirements, costs, and 
effects on future litigation or challenges to the 
same patent. Any party interested in potentially 
pursuing a validity challenged under the IPRO 
proceeding should seek advice from competent 
patent counsel.

Disclaimer: Nothing contained in this article constitutes 
individualized legal advice. The views expressed in this 
article are those of the author and not of Curatolo Sidoti 
Co., LPA, or any of its past, present or future clients.

Salvatore Sidoti is a regular contributor to the Bulletin 
with his legal column. If you have questions contact 
sidoti@patentandtm.com.
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