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Every issued United States patents concludes with one or more 
numbered claims that are intended to deine the scope of 
protection of the patented invention.  he Patent Act in-

cludes a requirement that all claims of an issued patent be clear and 
deinite so that the public has notice of what acts do and do not con-
stitute an infringement of the patent.  his deiniteness requirement 
is currently embodied in Section 112, paragraph (b) of the Patent 
Act.  During patent infringement litigation, the deiniteness of the 
claims is usually challenged by the accused infringer in an attempt 
to render the issued patent invalid and avoid infringement liability.

The Court of Appeals For the Federal Circuit, which is the federal 
appeals court which hears all of the patent appeals from the trial court 
level, has used “amenable to construction” and “insolubly ambiguous” 
standards to determine whether or not the patent claims at issue meet 
the definiteness requirement of Section 112.  In a recent decision 
of the The Supreme Court of the United States, the “amenable to 
construction” and “insolubly ambiguous” standards have been replaced 
by a new standard.

There are two theories of patent infringement, namely, literal 
infringement and infringement under the doctrine of equivalents.  
Literal infringement of a patent requires that each and every claim 
limitation be present in the product under consideration. Frank’s 
Casing Crew & Rental Tools, Inc. v. Weatherford Intern., Inc., 389 F.3d 
1370, 1378 (Fed. Cir. 2004).  A product that does not literally infringe 
a patent claim may still infringe under the doctrine of equivalents.  
Even though a claim is not literally infringed, an important principle 
in patent law known as the doctrine of equivalents provides that 
infringement may nevertheless be found if the differences between 
the claim and the accused product are insubstantial. Graver Tank & 
Mfg. Co. v. Linde Air Prods Co., 339 U.S. 605, 610, (1950); Warner-
Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 U.S. 17 (1997).

During a patent infringement litigation, a two-step infringement 
analysis must be conducted.  In a first step, the court (not the jury) 
construes or interprets the claims as a matter of law to determine 
their meaning and scope.  That is, the court resolves any disputes as 
to the meaning of the particular claim terminology.  In the second 
step of the analysis, the trier of fact (i.e., the jury) determines whether 
the claims as thus construed read on the accused product or method. 
That is, the properly construed claim is compared to the accused 
product or method to determine whether there is literal infringement 
or infringement under the doctrine of equivalents.  Markman v. 
Westview Instruments Inc., 53 F.3d 967 (Fed. Cir. 1991).  During the 
claims construction procedure, the court will require the litigants to 
independently provide the court with their separate constructions of 
the terms of each of the claims at issue.  This is referred to as a “claims 
construction chart”.  The claims construction charts appears as a table 
listing the terms of each of the claims along with the construction that 
the party wishes the court to adopt for each term.  In many instances, 
the court may require the litigants to submit a joint claims construction 
chart which identifies the construction of claim terms that the parties 
agree upon and those claim terms which are in dispute.  In this 
situation, the court can adopt constructions of claim terms that the 
parties have agreed upon and focus its attention on the areas of dispute.  
While the court may require the accused infringer to submit a claims 

construction chart, the accused offender may assert that the claims 
cannot be construed as they are insolubly ambiguous.

According to former Section 112, second paragraph, of the 
Patent Act, the specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject matter 
which the applicant regards as his invention.  Former Section 112, 
second paragraph, was amended by the American Invents Act, Pub. L. 
112-29, effective September 16, 2012 to read, “the specification shall 
conclude without one or more claims particularly pointing out and 
distinctly claiming the subject matter which the invention or a joint 
inventor regards as the invention.”

The Supreme Court of the United States granted review of the 
definiteness issue in Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 
___ (2014).  In that recent case, Biosig Instruments sued Nautilis, Inc. 
for infringement of U.S. Patent No. 5,337,753 (“the ‘753 Patent”) for 
allegedly selling exercise machines that incorporate a certain heart-
rate monitor.  Claim 1 of the ‘753 Patent recites, among other features, 
“a cylindrical bar fitted with a display device”, “electronic circuitry 
including a difference amplifier”, “and, on each half of the cylindrical 
bar”, “a live electrode” and “a common electrode” “mounted . . .  in a 
spaced relationship with each other”.  

During the claim construction process, the patentee Biosig asserted 
that the construction of the claim term “spaced relationship” means 
“the distance between the live electrode and the common electrode in 
each electrode pair.”  On the other hand, the accused infringer Nautilus, 
asserted that the construction of the claim term “spaced relationship” 
means a distance greater than the width of the electrode.”  Thus, 
the construction proffered by Biosig was not limited to any specific 
minimum distance between the electrodes.  By contrast, the accused 
infringer proffered a claim construction that was much more narrowed.  
The trial court ultimately construed the term “spaced relationship” to 
mean “there is a defined relationship between the live electrode and 
the common electrode on one side of the cylindrical bar and the same 
or a different defined relationship between the live and the common 
electrode on the other side of the cylindrical bar, without any reference 
to the electrodes’ width.”  Following the claims construction process, the 
trial court granted summary judgment to the defendant, Nautilus, on 
the grounds that the claim term “in spaced relationship with each other” 
failed the definiteness requirement of Section 112, second paragraph 
rending the patent invalid.  

Biosig appealed the trial court’s summary judgment decision to the 
Court of Appeals for the Federal Circuit, which reversed the trial court’s 
decision and remanded the case for further consideration, concluding 
that the claim is definite so long as it is amenable to construction and 
is not insolubly ambiguous.  “A claim is indefinite “only when it is ‘not 
amendment to construction’ or ‘insoluble ambiguous.’” 715 F.3d 891, 
898 (2013)(quoting Datamize LLC v. lumtree Software, Inc., 417 F.3d 
1342, 1347 (CA Fed. 2005).  Based on this standard, on remand, the 
trial court concluded that the claims were deemed to have complied 
with the definiteness requirement of Section 112, second paragraph.  
The trial court maintained that the claim term “spaced relationship was 
sufficiently clear and that “there is a fixed spatial relationship between 
the live and common electrodes on each side of the cylindrical bar.”  In 
view of the trail court’s decision on remand, Nautilus petitioned the 
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Supreme Court of the United States to review 
the standard for determining definiteness of 
claims under Section 112.

The Supreme Court opinion centers on how 
much imprecision is permitted under Section 
112 when determining whether claims are 
definite or not.  Nautilus contended that a patent 
does not survive the definiteness review when 
a claim is “ambiguous, such that readers could 
reasonably interpret the claim’s scope differently.”  
On the other hand, Biosig contended that the 
claims are definite and survive the 112 review if 
they provide reasonable notice of the scope of 
the claimed invention.

The Supreme Court recognized the 
imprecision in language and even conceded 
that some “modicum of uncertainty” actually 
provides incentives for innovation.  It also 
recognized the delicate balance that a patent 
must be precise enough to provide clear 
notice to the public of the space is still open 
to practice without the risk of infringement 
liability.  The court also noted that permitting 
a zone of uncertainty encourages patent 
applicants to intentionally inject ambiguity 
into claim language.  Attempting to reconcile 
these competing concerns, then Supreme Court 
held, “[I]n place of the ‘insolubly ambiguous’ 
standard, we hold that a patent is invalid for 
indefiniteness if its claims, read in light of 
the specification delineating the patent, and 
the prosecution history, fail to inform, with 
reasonable certainly, those skilled  in the art 
about the scope of the invention.” Nautilus, Inc. 
v. Biosig Instruments, Inc., 572 U.S. ___ (2014).  

Being a court of review, the Supreme Court 
did not apply its newly articulated definiteness 
standard to the claims of the dispute, but 
remanded to the Federal Circuit to reconsider 
the construction of the claim term “spaced 
relationship” under the new definiteness 
standard.  As of the date of this article, 
the Federal Circuit has not yet considered 
whether the claims of the ‘753 patent survive 
the definiteness review under the Supreme 
Court’s newly articulated standard.  However, 
whatever the definiteness standard may be, the 
patent application drafter remains in the best 
position to minimize or eliminate any potential 
ambiguity in patent claims.

Disclaimer: Nothing contained in this article constitutes 
individualized legal advice. The views expressed in this 
article are those of the author and not of Curatolo Sidoti 
Co., LPA, or any of its past, present or future clients.

Salvatore Sidoti  is a regular contributor to the Bulletin 
with his legal column. If you have questions contact 
sidoti@patentandtm.com.
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